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DETAILED ACTION 

1 . Claims 1 -1 7 have been examined. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on 12/25/2000. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
that applicant regards as the invention. 

4. Claim 1 recites: "an optical system ... comprising a lens additional to any lens 
incorporated in the digital camera". It is not clear whether the limitation intends to 
provide the constraint that the optical system is not a part of a digital camera, or 
whether there are (in a digital camera or an electronic apparatus) at least two lenses 
or something else. 

5. Claims 2-1 0 are rejected by virtue of their dependence. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 4, 7, 8 and 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Steinberg et al. (U.S. Patent No. 6433818). 

7. As per claim 1 Steinberg et al. teach an electronic apparatus comprising a digital 
camera (Fig. 1), a fingerprint reading unit having a stamping area (Fig. 1 object 122 
and Fig. 12)] and an optical system positioned in the fingerprint reading unit and 
comprising a lens additional to any lens incorporated in the digital camera (Fig. 12), 
in which the fingerprint reading unit is operative to direct an image of an object on 
the stamping area through the lens system for capture by the digital camera (Fig. 
12). 

8. As per claim 13 Steinberg et al. teach capturing into the digital camera a fingerprint 
image of a finger in contact with the stamping area, extracting information from the 
fingerprint image which uniquely characterizes the fingerprint image, comparing the 
information extracted with the fingerprint image to pre-registered fingerprint image 
data, and authenticating whether the fingerprint image is the same as any image 
contained in the pre-registered fingerprint image data (col. 7 lines 52-62 and col. 2 
lines 31-35). 

9. As per claims 4, 7, 8 and 14 Steinberg et al. teach that the fingerprint reading unit 
comprises a source of light and a prism (col. 8 lines 2-6), a light source that is 
activated when an object makes contact with the stamping area (col. 7 lines 65-67), 
and the camera operation is allowed only if a user is authorized (col. 2 lines 31-35). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 2 and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steinberg et al. (U.S. Patent No. 6433818) in view of Official Notice. 

1 1 . Steinberg et al. teach the electronic apparatus as discussed above. Steinberg et 
al.'s apparatus comprises a computer (col. 3 lines 29-40). 

12. As per claim 1 1 Steinberg et al. do not explicitly teach the apparatus that comprises 
a portable digital computer. 

Official Notice is taken that it is old and well-known practice to use portable digital 
computers. One of ordinary skill in the art at the time of applicant's invention would 
have been motivated to employ a portable digital computer to take advantage of 
computer portability. 

13. As per claim 2 Steinberg et al. do not explicitly teach the apparatus in which the lens 
of the optical system has a configuration adapted to implement hyperopia correction 
to the image. 

However, Official Notice is taken that hyperopia correction to images is old and well- 
known practice (e.g. Friederet al., U.S. Patent No. 4846913, col. 6 line 23). One of 
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ordinary skill in the art at the time of applicant's invention would have been 
motivated to employ hyperopia correction to the image in order to offer a clearer 
image. 

14. As per claim 10 Steinberg et al. do not explicitly teach the apparatus that comprises 
a pinhole diaphragm positioned between the lens of the optical system and a lens of 
the digital camera. 

Official Notice is taken that it is old and well-known practice to use a pinhole 
diaphragm positioned between the lens of the optical system and a lens of the digital 
camera in the apparatus to capture images using lenses (e.g. Kubo et al: U.S. Pub. 
No. 20010004268 [44] or Ishida U.S. Patent 6618136 col. 7 lines 39-44). One of 
ordinary skill in the art at the time of applicant's invention would have been 
motivated to employ a pinhole diaphragm positioned between the lens of the optical 
system to control the amount of light input. 

15. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Steinberg et 
al. (U.S. Patent No. 6433818) in view of Ball et al. (U.S. Patent No. 6368483). 

16. Steinberg et al. teach the electronic apparatus as discussed above. 

17. Steinberg et al. do not teach that the stamping area comprises a semi-transparent 
film. 

18. Ball et al. teach use of a semi-transparent film and teach that such a film resists 
marking by fingerprints (col. 3 lines 60-64). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to use the semi-transparent film as taught by Ball et al. in the stamping 
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area. One of ordinary skill in the art would have been motivated to perform such a 
modification in order to allow reading of the fingerprint efficiently multiple times. 

19. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steinberg et al. (U.S. Patent No. 6433818) in view of Rios (International Pub. WO 
9319433). 

20. Steinberg et al. teach an electronic apparatus as discussed above. 

21 . Steinberg et al. do not teach that the source of light comprises a window adapted to 
admit external ambient light into the fingerprint reading unit and that the fingerprint 
reading unit further comprises a light shield operative to block a peripheral portion of 
the light from the source from reaching the digital camera. 

Rios teaches a window adapted to admit external ambient light (Fig. 2 object 30 and 
pg. 3 last paragraph). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to implement a window adapted to admit external ambient light into the 
fingerprint reading unit as taught by Rios. One of ordinary skill in the art would have 
been motivated to perform such a modification in order to diffuse light to a 
fingerprinted finger uniformly. 

22. Implementing a light shield to block a peripheral portion of the light from the source 
from reaching the digital camera is implicit. 

23. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Steinberg et 
al. (U.S. Patent No. 6433818) in view of Choi (U.S. Patent No. 6301375). 

24. Steinberg et al. teach the electronic apparatus as discussed above. 
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25. Steinberg et al. do not teach that the fingerprint reading unit comprises a window 
adapted to admit external ambient light into the fingerprint reading unit. 

26. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Steinberg et 
al. (U.S. Patent No. 6433818) in view of Morrison (Gale Morrison, "Electronic News, 
(1991) v44, n2201, p6(1) Jan 12, 1998). 

27. Steinberg et al. teach the electronic apparatus as discussed above. 

28. Steinberg et al. do not teach that the source of light comprises a light-emitting 
polymer emitting light in response to pressure from contact by an object against the 
polymer film. 

29. Morrison teaches a source of light comprises a light-emitting polymer emitting light in 
response to pressure from contact by an object against the polymer film (Morrison, 

pg. V. 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to use a source of light that comprises a light-emitting polymer emitting 
light in response to pressure from contact by an object against the polymer film as 
taught by Morrison in Steinberg et al/s invention. One of ordinary skill in the art 
would have been motivated to perform such a modification in order to allow capture 
of a fingerprint image. 

30. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steinberg et al. (U.S. Patent No. 6433818) in view of Siddoway et al. (U.S. Patent 
No. 6473631). 

31 . Steinberg et al. teach the electronic apparatus as discussed above. 
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32. Steinberg et al. do not teach the apparatus that comprise a wireless telephone 
(Abstract), 

Siddoway et al. teach an apparatus that comprises a wireless telephone. 
It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to implement the invention as taught by Steinberg et al. in an apparatus 
that comprise a wireless telephone as taught by Siddoway et al. One of ordinary skill 
in the art would have been motivated to perform such a modification in order to 
assure that the wireless telephone could be used only by authorized users. 

33. Claims 15 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steinberg et al. (U.S. Patent No. 6433818) in view of Stewart et al. (U.S. Patent No. 
5898438). 

34. Steinberg et al. teach the electronic apparatus as discussed above. 

35. As per claim 1 5 Steinberg et al. do not teach correcting the fingerprint image to 
remove distortion. 

36. Stewart et al. teach correcting an image to remove distortion (col. 4 lines 46-60). 
It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to correct an image to remove distortion as taught by Stewart et 
al. One of ordinary skill in the art would have been motivated to perform such a 
modification in order to obtain a more accurate reading. 

37. Using the corrected (cleaned) image to authenticate a user would have been implicit. 
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38. As per claim 17 Steinberg et al. do not explicitly teach the apparatus that comprises 
a pinhole diaphragm positioned between the lens of the optical system and a lens of 
the digital camera. 

Official Notice is taken that it is old and well-known practice to use a pinhole 
diaphragm positioned between the lens of the optical system and a lens of the digital 
camera in the apparatus to capture images using lenses (e.g. Kubo et al. U.S. Pub. 
No. 20010004268 [44] or Ishida U.S. Patent 6618136 col. 7 lines 39-44). One of 
ordinary skill in the art at the time of applicant's invention would have been 
motivated to employ a pinhole diaphragm positioned between the lens of the optical 
system to control the amount of light input. 

39. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Steinberg et 
al. (U.S. Patent No. 6433818) in view of Stewart et al. (U.S. Patent No. 5898438) 
and in further view of Nyyssonen (U.S. Patent No. 5633714). 

40. Steinberg et al. in view of Stewart et al. teach the electronic apparatus that corrects 
the fingerprint image to remove distortion as discussed above. 

41 . Steinberg et al. in view of Stewart et al. do not teach determining a Fourier transform 
function and applying inverse Fourier transform process to form the cleaned 
fingerprint image. 

42. Nyyssonen teach determining a Fourier transform function and applying an inverse 
Fourier transform process to form a cleaned image (col. 8 lines 56-63). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to determine a Fourier transform function and applying inverse Fourier 
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transform process to form the cleaned fingerprint image as taught by Nyyssonen. 
One of ordinary skill in the art would have been motivated to perform such a 
modification in order to produce a high contrast clear image. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Nakamura etal. U.S. Patent No. 6856695. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Poltorak whose telephone number is 
(571 )272-3840. The examiner can normally be reached Monday through Thursday 
from 9:00 a.m. to 4:00 p.m. and alternate Fridays from 9:00 a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Morse can be reached on (571 ) 272-3838. The fax phone 
number for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free) ^ Q/ 
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